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DETAILED ACTION 

Election/Restrictions 

1. Applicant's election without traverse of Group I, claims 1-48, 123-148 and 151 in the 
letter of October 20, 2003 is acknowledged. 

Claim Rejections - 35 USC § 112 

2. The following is a quotation of the second paragraph of 35 U.S. C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

3. Claims 10-1 1 and 14-36 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

a. Claims 10-11 recited valence stabilizers that are inorganic. Claims 14-36 recite 
valence stabilizers that are organic. Claims 10, 1 1 and 14 recite, "carbonate" as both an 
inorganic and an organic valence stabilizer. It is unclear whether the "carbonate" is 
organic or inorganic. 

b. Claims dependent upon the above are likewise rejected under this statute. 

Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 
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(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

Schapira et al 6,068,709 

5. Claims 1-12, 14-15, 22, 32-33, 35, 37-42, 123-148 and 151 are rejected under 35 
U.S.C. 102(b) as being anticipated by Schapira et al. 6,068,709 (Schapira). 

Schapira teaches the claimed corrosion inhibiting conversion coating comprising a 
combined cobalt and cobalt valence stabilizer, as recited in claim 1, 123, 148 and 151, including 
stabilizers that are claimed as a member of the claimed lists of claims 9-1 1, 14-15, 22 and 133 
(e.g. carbonate, mono-, di- tri- amines, polyamines, etc.), including the solubility adjuster 
substituent claimed in the lists of claims 32-35 (e.g. hydroxyl, amine, carboxyl, etc.), including 
the solubility control agent claimed in the lists of claims 37-42 and 134-139 (e.g. the fluorine 
compounds, phosphate, H, Zn, Ni Fe, Al, the nitrogen containing organics, the NR4 compound, 
etc.), including the bath additive recited in claims 123-126 (e.g. dissolved oxygen, dissolved 
fluorine, nitrites chlorates, nitrates, etc. . .), including at least one of the cobalt sources recited in 
claim 128 , and including the preparative agents recited in claims 129-132 (e.g. fluorine 
compounds), (abstract; and col 2): 
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40 



of the formulae: 

[Co(Liga^p (I) 
[CofLigaad^p (11) 
in which 

n and p are integers from 1 to 6 with the proviso that, in 
case of formula (II), n+p^6, 
45 c represents the charge of the complex and can conse- 
quently be positive or negative according to the charge 
of the Ligand and of Z, 
the Ligand is selected among the ions of the group 
comprising N0 2s €N, C0 3 and S0 3 , among the ions of 
50 the group comprising oxalate ions, acetate ions, citrate 
ions, gluconate ions, tartrate ions and acetylacetonaie 
ions, and among the compounds of formula N(R l7 R 2? 
R 3 ) wherein R lf R 2 and are selected, independently 
from one another, in the groups comprising H, the 
carbonated groups in C t to C 6 among which especially 
alkyl, hydroxy alkyl, hydroxy, alkylamioe y hydroxy- 
alkylamine groups as well as carboxylic or aminocar- 
boxylic acids and their salts,and 
Z is selected in the group comprising Cl 5 Br, E, I, OH, 
NG 3 , SCN, PQ 4 , SG 4 , S 2 0 ? , MoD 4 , Se0 4 and H 2 0, it 
being understood that the given complex can comprise 
one or several Ligands and one or several Zs, different 
from each other, 



55 



so 
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wherein additional examples of the cobalt complex include the following (col 3): 



rCo(XH 3 )jCl 5 

[Co(en)j3(N"0 3 )3 with en-etkylenediainine 

[Co(pn) 3 ](N0 5 )3. with pn«diamino 1-2 propane 

[Co(oxaIate)en2]N0 3 

[Co(citrate)(e0 3 )]N"a 2 

[CoF(NH 3 ) 5 ](N'0 3 ) 2 

[C0(NO 3 )(N'Hj) 5 ](NO 3 ) 2 . 



30 



35 



wherein additional examples of the conversion coating solution include the following (col 5-6): 



TABLE B 



Concentration (ppm) of the phospfaatization baths in the baths 



Constituents of she 





A 


B 


C 


D 


£ 


F 


G 


H 


Zn 


1025 


3025 


1025 


1025 


1025 


1025 


1025 


1025 


po 4 


10550 


30550 


10550 


10550 


9360 


10550 


10550 


10550 


N T i 


210 


210 


210 


210 


0 


210 


210 


210 


Mn 


730 


730 


730 


730 


730 


730 


730 


730 


F 


10OD 


365 


loco 


1000 


365 


365 


365 


365 


Fe 


20 


20 


20 


20 


20 


20 


20 


20 




2163 


2163 


2163 


2163 


2020 


2163 


2163 


2163 


S0 4 


35 


35 


35 


35 


35 


35 


35 


35 


Al 


1.2 


0.4 


1 


0.65 


0,75 


0.75 


0.65 


0.55 


accelerator 1 


200 


600 














accecejator 2 






200 













accelerator 3 — — 



— 200 



200 — 



accelerator 4 — — — — — 400 — — 

accelerator 5 — — — — — — 400 — 

accelerator 6 — — — — — — — 502 

accelerator 7 — — — — — — — — 

accelerator & — — — — — — 

accelerator 9 — — — — — — — 

accelerator 10 — — — — — — — — 

accelerator 11 — — — — — — — — 

substrate steel EOS steel EOS steel steel steel steel 

crystals size (urn) 333354 15 3 

surface coverage percentage 100 300 100 100 100 100 100 100 
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The pH recited in claims 144-145 is taught in (col 2): 

Consequently, the phosphatization bath according to the 
invention whose pH is from about 1 to about 5.5, which 
m comprises the classical components of phosphatization 

Schapira teaches that the composition may include any classical accelerator (e.g. oxidizer) in the 
composition (col 3): 

The phosphatization bath according to the invention may 
contain a classical accelerator in addition to the accelerator 4Q; 
consisiine of the trivalent cobalt complex. 

Schapira teaches that the composition creates a surface (i.e. a morphology) that increases paint 
adhesion, as recited in claim 8 (col 7, lines 19-23; Table C). The claims do not distinguish over 
the teachings of Schapira. 

With respect to the temperatures recited in claims 146-147, it is noted that claims 146- 
147 recite a temperature, but the temperature does not lend patentability to the claimed 
composition, since the composition is taught by Schapira and the temperature is merely an 
arbitrary property that does not effect the composition as claimed. 

With respect to the property of being "sparingly soluble" at room temperature conditions 
(e.g. claims 148 and 151), the term does not distinguish over the solubility of Schapira wherein 
the solubility of Schapira is sufficient to form a conversion coating solution that is capable of 
forming a conversion coating on the substrate. The term "sparingly" is a relative term and does 
distinguish over any value of solubility. 

With respect to the properties recited in claims 2-7, 12 and 140-143, including the 
solubility, the electrostatic barrier, the ion exchange property, the thickness of the coating (i.e. 
the coating resulting from the contact with the substrate), and the cavity containing cobalt and an 
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additional ion are inherent properties necessarily present from the presence of the same claimed 
chemicals, namely the trivalent cobalt complex that has been combined with a ligand (i.e. a 
valence stabilizer). 

Claim Rejections - 35 USC §103 

6. The following is a quotation of 35 U.S.C 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Applicant r s Admitted Known Prior Art In Specification 

7. Claims 1-12, 14-15, 123-126, 129-148, and 151 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Applicant's Admitted Known Prior Art In Specification (Applicant's 
Admission). 

Applicant's Admission includes teachings of cobalt complexes having the claimed 
valences and valence stabilizers (e.g. inorganic or organic stabilizers)(page 5, line 23 to page 7, 
line 6). Applicant's specification cites various references on pages 5 and 6 that teach the 
conversion coatings claimed: 
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The following references describe conversion coating processes based on cobalt: PCT 
International Application Nos. WO 96/29,448, WO 98/5 1 ,841 , WO 96/21 ,753, WO 93/05, 1 98, and 
25 S. African Patent No. ZA 93/01,234 to Dolan; PCT International Application Nos. WO 96/05,335, 

WO 94/00,619, and European Patent Application Nos. EP 523,288, EP 458,020, EP 488,430, and 
U.S. Patent Nos. 5,873,953, 5,41 1 ,606, 5,378,293, 5,298,092, and 5,55 1 ,994 to Schriever. These 
specifications use additives that they term "bath stabilizers." These chemical species are claimed 

-5- 

and 

fil A post-treatment rinse with a vanadate or tungstate solution is used in PGT International 

Application Nos. WO 96/29,448 and WO 98/51,841 to Dolan, as well as PCT International 
Application No. WO 96/05,335 and U.S. Patent No. 5,551,994 to Schriever. This rinse seals the 

20 coating deposited from the solution, as described in these specifications. Co +3 -vanadate/tungstate 

complexes form during these sealing treatments. These complexes are slightly soluble and serve 
to enhance the corrosion resistance of the deposited coating. However, the sealing step used in this 
art is not an efficient method to treat the coating thickness or to incorporate sparingly soluble Co* 3 
compounds into the coating effectively. The effectiveness of the vanadate/tungstate sealing step 

25 is also reduced because the bath stabilizers carried over from the first solution increase the 
solubility of Co +3 -vanadate/tungstate complexes. Furthermore, die toxicity of the conversion 

Applicant's Admission includes the limitation of claims 1-12, 14-15, 123-126, 129-148, 
and 151. Applicant's admissions of known prior art render the instant claims obvious, see MPEP 
2129. 

With respect to the temperatures recited in claims 146-147, it is noted that claims 146- 
147 recite a temperature, but the temperature does not lend patentability to the claimed 
composition, since the composition is admitted by applicant and the temperature is merely an 
arbitrary property that does not effect the composition as claimed. 
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With respect to the property of being "sparingly soluble" at room temperature conditions 
(e.g. claims 148 and 151), the term does not distinguish over the solubility admitted by applicant 
wherein the solubility of the composition admitted by applicant is sufficient to form a conversion 
coating solution that is capable of forming a conversion coating on the substrate. The term 
"sparingly" is a relative term and does distinguish over any value of solubility. 

With respect to the properties recited in claims 2-7, 12 and 140-143, including the 
solubility, the electrostatic barrier, the ion exchange property, the thickness of the coating (i.e. 
the coating resulting from the contact with the substrate), and the cavity containing cobalt and an 
additional ion are inherent properties necessarily present from the presence of the same claimed 
chemicals, namely the trivalent cobalt complex that has been combined with a ligand (i.e. a 
valence stabilizer). 
Schapira et al. 6,068, 709 in view ofOuyang et al. 5,505, 792 
8. Claims 43-48 are rejected under 35 U.S.C. 103(a) as being unpatentable over Schapira et 
al. 6,068,709 (Schapira) in view ofOuyang et al. 5,505,792 (Ouyang). 

Schapira teaches and is applied as above in paragraph 5. 

Schapira fails to meet all the limitations of the instant claims in that Schapira does not 
explicitly teach the claimed coloring or the coloring additives. 

Ouyang teaches coloring and coloring additive (e.g. the UV blocker and color-fast 
additive) for conversion coatings. 

One of ordinary skill in the art at the time that the invention was made would have found 
the invention to be obvious because one of ordinary skill in the art would have been motivated to 
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provide the coloring chemicals of Ouyang into the conversion coating of Schapira in order to 
provide Schapira with the desirable property of a color for the conversion coating. 

Allowable Subject Matter 

9. Claims 13, 34 and 36 is objected to as being dependent upon a rejected base claim, but 
would be allowable if rewritten in independent form including all of the limitations of the base 
claim and any intervening claims. 

10. Claims 16-21, 23-31 would be allowable if rewritten to overcome the rejection(s) under 
35 U.S.C. 1 12, second paragraph, set forth in this Office action and to include all of the 
limitations of the base claim and any intervening claims. 

a. A primary reason for the allowance of claim 13, under the above conditions, is 
that the prior art fails to teach or suggest, either alone or in combination, the instantly 
claimed conversion coating, wherein the cobalt/valence stabilizer complex has a central 
cavity, wherein the central cavity contains cobalt and the particular ions instantly 
claimed. 

b. A primary reason for the allowance of claims 16-21 and 23-3 1, under the above 
conditions, is that the prior art fails to teach or suggest, either alone or in combination, 
the instantly claimed conversion coating, wherein the valence stabilizer in the 
cobalt/valence stabilizer complex is one of the instantly claimed chemicals. 

c. A primary reason for the allowance of claims 34, under the above conditions, is 
that the prior art fails to teach or suggest, either alone or in combination, the instantly 
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claimed conversion coating, wherein the cobalt/valence stabilizer complex has the 



claimed substituent group on the organic valence stabilizer. 



d. 



A primary reason for the allowance of claims 36, under the above conditions, is 



that the prior art fails to teach or suggest, either alone or in combination, the instantly 



claimed conversion coating, wherein the cobalt/valence stabilizer complex has an 



electrostatic barrier layer and the valence stabilizer portion of the cobalt/valence 



stabilizer complex has the claimed substituent group on the organic valence stabilizer. 



Conclusion 



1 1 . Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Andrew L Oltmans whose telephone number is 571-272-1248. 
The examiner can normally be reached from 7:00 to 3:30, Monday to Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Roy King can be reached on 571-272-1244. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 86^17-9197 (toll-free). 




Andrew L. Oltmans 
Patent Examiner 
Art Unit 1742 
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